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ATTORNEYS OF RECORD:

FRANK W. BEER, Esq.,

710 Luhrs Tower,

Phoenix, Arizona,

Attorney for Appellant.

ALLAN K. PERRY, Esq.,

Security Building,

Phoenix, Arizona,

Attorney for Appellees.

In the District Court of the United States

for the District of Arizona

No. Civ. 63-Phoenix

METALS PROCESSING CORPORATION, a

corporation, and ROSE-ENGLE COMPANY,
a corporation,

Plaintiffs,

vs.

R.A.EMMETT, doing business as the MARICOPA
MACHINE WORKS,

Defendant.

STATEMENT OF THE CASE ON APPEAL
It is hereby stipulated and agreed between coun-

sel for both parties to this action that the questions

presented by the appeal of this case to the Circuit

Court of Appeals can be determined without an
examination of all the pleadings, evidence and pro-
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ceedings of the District Court; that the questions

presented by this appeal arise upon an issue of

plaintiffs' bill of complaint for a decree adjudi-

cating Letters Patent No. 1,947,493 to be good and

valid and owned by plaintiffs, and for an injunc-

tion restraining defendant from infringing the

same, and the answer of the defendant that the

patent sought to be validated did not involve inven-

tion but was a practice employed in the spraying of

molten metal and publicly used long prior to July

17, 1931, the date when the alleged patent was

applied for.

That the facts averred and proved in the Dis-

trict Court that are essential in the consideration

of these questions by the Appellate Court, are as

follows: That plaintiffs admitted the existence of

the patents of the prior art as set out in defend-

ant's answer and, in avoidance of the allegation that

the process sought to be patented by plaintiffs'

patent was already in use, produced evidence and

testimony that while the existing methods of blast-

ing the surface of the part with hard angular sand

or grit to roughen it and thereby retain a coating

of sprayed molten metal were adequate for rela-

tively thin coatings on the surface and coatings not

subjected to mechanical stresses, that such methods

were not adequate or capable of retaining the

thicker coatings of sprayed molten metal as neces-

sary to be applied to machine elements such as the

journals of crank shafts or similar parts in which

a more secure bond between the base metal and the
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sprayed metal is required in order to eliminate any

possibility of the coating working loose, breaking

away, or shifting due to torsional strains and

mechanical shocks of service, and in explanation

produced evidence, oral and documentary, that by

the process of plaintiffs' patent the surface of the

base metal as prepared to receive and bond the

sprayed molten metal is broken with a tool so as

to provide a multiplicity of pores and/or crevices

which provide openings of much greater depth than

impressions made in the surface by blasting, and

of a generally jagged character which more securely

lock and maintain a greater quantity of molten

metal impelled into them from the melting nozzle

of a metal spray gun than will the blasted impres-

sions; that in applying the process of plaintiffs'

patent to a shaft in thread-like formation, the

preparation of the surface is effected by situating

the part in a lathe or similar machine and rotating

it against a tool which causes the metal to be torn

on the surface, opening up fissures or pores along

the sides of what w^ould normally be the sides of

a machine cut thread; that in contradistinction to

a machine cut thread, the torn and/or broken sur-

face is not adaptable to receive a threaded nut in

the regular sense of machine cut threads of general

use ; that the preparation of the surface of the base

metal by plaintiffs' process when made in thread

like formation has an extended utility beyond a

machine cut thread of general shop use and un-

derstanding through its ability to lock a coating of



4 R. A. Emmett vs.

sprayed molten metal circumferentially on the sur-

face of a machine element shaft, the pores or crev-

ices created in the broken side surfaces presenting

opening's by which the sprayed metal is locked to

the base metal; that a machine cut thread of gen-

eral use if employed as a bond for retaining the

sprayed metal coating would permit the coating to

be dislodged from the base metal and moved as a

nut on the threads; that owing to the fact that,

sprayed molten metal coatings are retained on the

surface where applied entirely by a mechanical

bond as distinguished from a fusion bond, as in

welding, it is essential and necessary to securely

lock the metal to the surface in the manner of

plaintiffs' process to insure safety to the machine,

engine, or the like, in which the coated element is

used, and in support thereof plaintiffs have pro-

duced testimony covering the practical use of their

invention by varied industries.

That the District Court, the Hon. Dave W. Ling,

Judge, presiding, upon the trial of said issue, on the

8th day of January, 1940, made and filed written

findings of fact and conclusions of law, and found

the plaintiffs entitled to the relief prayed for, and

entered a final judgment in conformity therewith,

reading as follows

:

["Title of District Court and Cause.]

FINDINGS OF FACT AND
CONCLUSIONS OF LAW

The above entitled cause came on regularly for

trial on the 7th day of November, 1939, in the above
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entitled Court before the Hon. Dave W. Ling,

Judge Presiding.

The plaintiffs, Metals Processing Corporation, a

corporation, and Rose-Engle Company, a corpora-

tion, appeared by their attorney, Allan K. Perry,

The defendant, R. A. Emmett, doing business un-

der the fictitious name of Maricopa Machine Works,

was present in person and by his attorney, Frank

W. Beer.

Evidence, both oral and documentary, was pre-

sented and the Court having heard and considered

all the testimony in the premises, both oral and

documentary, upon the Bill of Complaint filed by

the plaintiffs, and upon the Answer filed by the

defendant, and pursuant to a demand by the de-

fendant for Findings of Fact and Conclusions of

Law, the Court finds, as follows

:

FINDINGS OF FACT UPON BILL OF
COMPLAINT

The Court makes its Findings of Fact upon the

Bill of Complaint herein as follows, to-wit:

I.

That it is true that Metals Processing Corpora-

tion is a corporation organized and existing under

the laws of the State of Nevada.

That it is true that Rose-Engle Company is a

corporation organized and existing under the laws

of the State of California.

That it is true that R. A. Emmett is doing busi-
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ness under the fictitious firm name of Maricopa

Machine Works.

II.

That it is true that this Court has jurisdiction

to hear and determine this cause of action, and

that said jurisdiction depends upon the provisions

of the Revised Statutes of the United States re-

specting infringement of Letters Patent for inven-

tions.

III.

That it is true that the United States Government

issued United States Letter Patent No. 1947493, for

coating of Machine Elements, to Rose-Engle Com-

pany, one of the plaintiffs herein, on February 20,

1934, and that said patent was legally issued and

is now in full force and effect.

That it is true that the plaintiff, Metals Process-

ing Corporation, a corporation, is the exclusive

licensee under said patent for the United States,

and including the State of Arizona.

IV.

That it is true that R. A. Emmett is doing busi-

ness under the fictitious firm name of Maricopa

Machine Works, operating a legal and established

place of business within the District of Arizona,

to-wit : in the City of Phoenix, State of Arizona.

V.

That it is true that the plaintiffs have engaged at

considerable effort and substantial expense in the
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manufacture and sale of machine elements treated

by coating said elements, in accordance with the

process of the invention covered by the patent in

suit and it is true that plaintiffs have built up a

considerable business with such manufacture and

sale.

VI.

That it is true that since the issuance of said pat-

ent, plaintiffs have marked the machine elements

treated by said process and sold by them with the

number of said patent.

VII.

That it is true < that within the last six years,

to-wit : within the last year, and within the District

of Arizona, the defendant, R. A. Emmett, doing

business under the fictitious firm name of Maricopa

Machine Works, did unlawfully follow the teach-

ings of said patent in suit by manufacturing and

causing to be manufactured, used or caused to be

used, devices containing the invention of said Let-

ters Patent in suit, and therefore, infringed upon

said Letters Patent, the property of the plaintiffs.

VIII.

That it is true that by reason of said unlawful

and infringing acts of said defendant, R. A. Em-
mett, doing business under the fictitious firm name

of Maricopa Machine Works, the plaintiffs have

suffered damage and injury.
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IX.

That it is true that the defendant was duly noti-

fied in writing of his infringement of said Letters

Patent and was requested to desist therefrom, and

it is true that the defendant upon receiving such

notice did desist from said infringing of said Let-

ters Patent.

FINDINGS OF FACT UPON ANSWER
The Court finds that it is not true that the patent

issued to the plaintiffs on February 20, 1934, being

Letters Patent No. 1947493 was anticipated by pre-

vious patents, or in conflict with any previous pat-

ents issued by the United States Government, and

especially it is not in conflict or anticipated by the

following Letters Patent, to-wit:

No. 1,128,175 to Morf, February 9, 1915;

No. 1,128,058 to Schoop, February 9, 1915;

No. 1,128,059 to Schoop, February 9, 1915;

No. 1,178,551 to Stolle, April 11, 1916;

No. 1,179,762 to Schoop, April 18, 1916;

No. 1,243,795 to Apple, October 23, 1917;

The Court finds that it is not true that the process

of plaintiffs' said patent No. 1,947,493 was a prac-

tice employed in the spraying of molten metal and

publicly used for more than two years prior to the

time the inventors Rose and Engle applied for U. S.

Letters Patent covering their process on July 17,

1931. The Court further finds it is true that the

process of plaintiff's said patent required the exer-
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cise of inventive faculty and that the contribution

to the art of metal spraying by said patent does

involve invention by reason of the new utility given

by it to the varied industries, and that Thomas Roy
Rose and Herman L. Engle were the original, first

and joint inventors of the process covered by plain-

tiff's said letters patent No. 1,947,493.

The Court further finds that it is not true that

the following United States Letters Patent relating

to the preparaion of the surface for receiving and

interlocking a coating of sprayed molten metal to

a metallic body or base substance anticipate the said

patent of plaintiffs.

No. 444,797 to Martin, January 13, 1891

;

No. 678,383 to Eppler, July 16, 1901

;

No. 1,647,851 to Bentley, November 1, 1927;

No. 1,720,708 to Young, July 16, 1929;

No. 1,817,888 to Lowe, August 4, 1931

;

No. 1,899,068 to Walsh, February 28, 1933;

No. 1,973,740 to Andres, September 18, 1934;

No. 1,914,774 to Grovers, June 20, 1933;

No. 1,948,624 to Bagley, December 18, 1934;

The Court further finds that it is not true that

instruction is given to the public by the machines
of the following United States Letters patent for

preparing or breaking the surface of a machine
element in accordance with plaintiff's process and
that the same step of the process can be performed
by a conventional lathe of general shop use.
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No. 1,288,690 to Sexton, December 24, 1918;

No. 1,464,834 to Hammett, May 8, 1923.

The Court further finds it is not true that the

Patent Examiner in the United States Patent Office

in his consideration and passing upon the Rose-

Engle Patent application failed to give due con-

sideration to the state of the art, as relating to the

improvements of plaintiff's patent, in his citation

of the following Letters Patent of the United States

during prosecution of the Rose-Engle patent appli-

cation and that the Patent Examiner was fully jus-

tified in his allowance of said application resulting

in the granting of plaintiff's said Patent No. 1,947,-

493.

No. 1,153,197 to Craig, September 14, 1915;

No. 1,164,008 to Moore, December 14, 1915

;

No. 1,256,599 to Schoop, February 19, 1918;

No. 1,434,047 to DeBata, October 31, 1922

;

No. 1,358,728 to Greene, November 16, 1920;

No. 1,790,213 to Gwaltney, January 27, 1931;

No. 1,807,689 to Deputy, June 2, 1931.

The Court further finds that it is not true that

the process of the Rose-Engle patent No. 1947493 is

impractical and incapable of successful commercial

use but finds instead that said patent has given to

the varied industries employing the metal spray

process in the rebuilding of machine elements, a

safe and reliable means of locking sprayed molten

metal to the element whereby worn machine ele-

ments can be rebuilt to withstand arduous duty and
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with a thickness of coating beyond that possible

by any previously known method, and that plain-

tiff's said patent has extended advantages to the

trade beyond that possible by any previously known

method, and that plaintiff's said patent has ex-

tended advantages to the trade beyond the possi-

bility of a surface preparation, for the reception

and bonding of the sprayed molten metal, as occa-

sioned by blasting with abrasive substances.

The Court further finds no basis for construing

the claims of said patent as being limited to a

groove, the bottom of which is broken, so as to form

pores or crevices for the reception and bonding of

a coating of sprayed molten metal inlaid as a band

in the surface of a machine element, as the means

employed in carrying out the process of plaintiffs'

said patent are identical whether the coating is in-

laid on the surface of a machine element or de-

posited directly on the element surface without

being inlaid, and that in either case when the ele-

ment surface is prepared in threadlike formation,

the sides of the threads are broken in such a man-

ner as to leave pores or crevices which receive and

retain the sprayed molten metal.

The Court further finds that none of the said

patents set up in defendant's answer hereinabove

referred to or prior public practices are in conflict

with the patent of the plaintiffs, and finds that the

plaintiff's patent is a valid and legal patent.
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CONCLUSIONS OF LAW
As conclusions of law from the foregoins: find-

ings of fact the Court finds that the plaintiffs are

entitled to judgment against the defendant and a

perpetual injunction enjoining the defendant, his

employees, agents, servants, associates, workmen,

officers, attorneys, and those in active concert or

participation with him from further infringing up-

on this plaintiff's said Letters Patent, but that no

accounting be required to be made by the defendant

in view of his voluntary discontinuance of the use

of plaintiff's said patent, upon receiving notifica-

tion to do so by the plaintiffs, and that the use of

the invention by defendant was unintentional.

Let judgment be entered accordingly.

Dated : This 8th day of January, 1940.

DAVE W. LINO
Judge

Received copy this Jan. 8, 1940.

FRANK BEER,
Atty. for def

.

[Endorsed]: Filed Jan. 8, 1940. Edward W.
Scruggs, Clerk United States District Court for

the District of Arizona. By Helen Stroup, Deputy

Clerk."
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**In the United States District Court

for the District of Arizona

Honorable Dave W. Ling, United States District

Judge, Presiding.

October, 1939 Term At Phoenix

MINUTE ENTRY OF JANUARY 8, 1940

(Phoenix Division)

No. Civ. 63 Phx.

METALS PROCESSING CORPORATION, a

corporation, and ROSE-ENGLE COMPANY,
a corporation.

Plaintiffs,

vs.

R. A. EMMETT, doing business as the MARI-
COPA MACHINE WORKS,

Defendants.

JUDGMENT
The above entitled cause came on regularly for

trial on the 7th day of November, 1939, in the above

entitled Court before the Hon. Dave W. Ling,

Judge Presiding.

The plaintiffs, Metals Processing Corporation, a

corporation, and Rose-Engle Company, a corpora-

tion, appeared by their attorney, Allan K. Perry.

The defendant, R. A. Emmett, doing business un-

der the fictitious name of Maricopa Machine Works,

was present in person and by his attorney, Frank
W. Beer.
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Evidence both oral and documentary was pre-

sented.

The Court having heard and considered all of the

testimony in the premises, both oral and document-

ary, upon the Bill of Complaint filed by the plain-

tiffs, and upon the Answer filed by the defendant,

rendered its decision against the defendant and in

favor of the plaintiffs. Pursuant to a demand of

the defendant for Findings of Fact and Conclusions

of Law, the Court having filed herein its Findings

of Fact and Conclusions of Law in writing, and

directed that judgment be entered in accordance

therewith.

Wherefore, by reason of the law and findings

aforesaid

;

It is ordered, adjudged and decreed as follows:

That the defendant be and he is hereby perpetu-

ally enjoined from further infringing upon the

plaintiffs' Letters Patent No. 1,947,493, in any man-

ner or using or causing to be used, in any form or

manner the process of the invention as set forth

and described in said Patent.

Dated : This 8th day of January, 1940.

DAVE W. LING

Approved as to form as provided by Local Rule

No. 22.

FRANK BEER
Attorneys for Defendants

[Endorsed]: Filed Jan. 8, 1940. Edward W.
Scruggs, Clerk United States District Court for

the District of Arizona. By Helen Stroup, Deputy
Clerk."
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Thereafter, defendant, on the 9th day of Febru-

ary, 1940, filed notice of appeal from said judg-

ment, said notice of appeal reading as follows:

["Title of District Court and Cause.]

NOTICE OF APPEAL
Notice is hereby given that R. A. Emmett, de-

fendant above named, hereby appeals to the Cir-

cuit Court of Appeals for the Ninth Circuit, from

that certain order and final judgment perpetually

enjoining the defendant from infringing upon the

plaintiffs' Letters Patent No. 1,947,493, in any man-

ner, or using or causing to be used, in any form or

manner, the process of the invention as set forth

and described in said Patent, said order and judg-

ment being entered in this action on the 8th day

of January, 1940.

Signed: FRANK W. BEER
Attorney for Appellant

R. A. Emmett
Address: 710 Luhrs Tower

Phoenix, Arizona

[Endorsed]: Filed Feb. 9, 1940. Edward W.
Scruggs, Clerk United States Circuit Court for the

District of Arizona. By Helen Stroup, Deputy
Clerk."
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That a

CONCISE STATEMENT OF THE POINTS TO
BE RELIED ON BY THE DEFENDANT-
APPELLEE

on said appeal are as follows:

(1) That the Distrilct Court erred in finding

as a fact that the patent issued to the plaintiffs

was not anticipated by previous patents and was

not in conflict with any previous patents.

(2) That the District Court erred in finding

as a fact that the process of plaintiffs' patent was

not a practice employed in the spraying of molten

metal and publicly used for more than two years

prior to the time plaintiffs' patent was applied for;

(3) That the District Court erred in finding

as a fact that the process of plaintiffs' said patent

required the exercise of inventive faculty, and that

the contribution to the art of spraying molten metal

by the process of plaintiffs' patent was other than a

practice which would ordinarily make itself mani-

fest to those skilled in the art.

(4) That the District Court erred in finding

as a fact that the process of plaintiffs' said patent

had any extended utility beyond the possibilities

of a surface preparation for the receiving and
bonding of sprayed molten metal, as occasioned by
blasting with abrasive substances.

(5) That the District Court erred in finding

as a conclusion of law that plaintiffs were entitled

to judgment against the defendant and to a per-
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petual injunction, enjoining the defendant from in-

fringing upon plaintiffs' letters patent and in en-

tering judgment in conformity therewith.

Dated this 24 day of February, 1940.

Signed: ALLAN K. PEREY
Attorney for Metals Process-

ing Corporation, and Rose-

Engle Company, Plaintiffs-

Respondents

Address: Security Building,

Phoenix, Arizona

Signed: FRANK W. BEER
Attorney for R. A. Emmett,

Defendant-Appellant

Address: 710 Luhrs Tower

Phoenix, Arizona

It appearing to the Court that the foregoing

statement of the case conforms to the truth and is

sufficient to present the questions raised by the ap-

peal, the same is hereby approved this 29 day of

February, 1940.

DAVE W. LING
Judge of the United States

District Court

[Endorsed]: Filed Feb. 24, 1940. Edward W.
Scruggs, Clerk, United States District Court for

the District of Arizona. By Helen Stroup, Deputy

Clerk.
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[Title of District Court.]

CLERK'S CERTIFICATE

United States of America,

District of Arizona—ss:

I, Edward W. Scruggs, Clerk of the United

States District Court for the District of Arizona,

do hereby certify that I am the custodian of the

records, papers and files of the said Court, includ-

ing the records, papers and files in the case of

Metals Processing Corporation, a corporation, and

Rose-Engle Company, a corporation. Plaintiffs, vs.

R. A. Emmett, doing business as the Maricopa Ma-

chine Works, Defendant, numbered Civ-63 Phoenix

on the docket of said Court.

I further certify that the attached pages, num-

bered 1 to 10, inclusive, contain a full, true and

correct transcript of Statement of the Case on Ap-

peal, together with the endorsement of filing

thereon, as the same appears from the original of

record and on file in my office as such Clerk, in the

City of Phoenix, State and District aforesaid, and

that the same constitutes the record on appeal in

said case.

I further certify that the Clerk's fee for pre-

paring and certifying to this said transcript of

record amounts to the sum of $2.00 and that said

sum has been paid to me by counsel for the ap-

pellant.

Witness my hand and the seal of said Court this

29th day of February, 1940.

[Seal] EDWARD W. SCRUGGS,
Clerk
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[Endorsed]: No. 9461. United States Circuit

Court of Appeals for the Ninth Circuit. R. A.

Emmett, doing business as the Maricopa Machine

Works, Appellant, vs. Metals Processing Corpora-

tion, a corporation, and Rose-Engle Company, a

corporation, Appellees. Transcript of Record. Upon

Appeal from the District Court of the United States

for the District of Arizona.

Filed March 2, 1940.

PAUL P. O'BRIEN,
Clerk of the United States Circuit Court of Appeals

for the Ninth Circuit.

In the United States Circuit Court of Appeals

for the Ninth Circuit

No. 9461

R. A. EMMETT, doing business as the MARI-
COPA MACHINE WORKS,

Appellant

vs.

METALS PROCESSING CORPORATION, a

corporation, and ROSE-ENGLE COMPANY,
a corporation,

Appellee

ADOPTION OF STATEMENT OF POINTS IN
TRANSCRIPT OF RECORD.

The Appellant, R. A. Emmett, in the above en-

titled cause, hereby adopts the statement of points
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numbered (1) to (5) inclusive, on Pages 9 and 10

of the agreed Statement of the Case on Appeal,

being also the transcript of the record on appeal,

and designates the whole of said record. Pages 1

to 10 inclusive, as necessary for the consideration

of this appeal.

FKANK W. BEER
Attorney for Appellant

710 Luhrs Tower

Phoenix, Arizona

Received copy of the foregoing this 5th day of

March, 1940.

ALLAN K. PERRY
Attorney for Appellee.

[Endorsed] : Filed Mar. 7, 1940. Paul P. O'Brien,

Clerk.


